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Louis S. Ederer and Debra Bodi an Bernstein of GQursky &
Ederer, P.C. for Tommy Hi |l figer Licensing, Inc.

WlliamJ. Mason of Rhodes & Mason, PLLC for WIIliam D.
Smth, d/b/a Team Hawaii Sports.
Before Ci ssel, Wendel and Hol tzman, Adm nistrative Trademark
Judges.
Qpi ni on by Wendel, Adm nistrative Trademark Judge:

WlliamD. Smth, d/b/a Team Hawaii Sports has filed an
application to register the design mark shown bel ow for

“stickers” in Class 16; “T-shirts and golf shirts” in C ass

25 and “surfboards” in d ass 28.EI

! Serial No. 74/703,279, filed July 19, 1995, clainmng a first
use date and a first use in commerce date of May 1, 1993.
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Tomry Hilfilger Licensing, Inc. has filed an opposition
to registration of the mark on the ground of priority and
| i kel i hood of confusion under Section 2(d) of the Trademark
Act. In the Notice of Qpposition opposer has alleged, inter
alia, that opposer owns registrations for the marks TH and
desi gn, 2 Towy H LFI GER B ToMw HI LFI GER (styli zed),® Tavmr
tommy HI LFI GER (Iabel),EI Tommy box designEI and TOMWY
H LFI GER DI VI SI ON 42 ATHLETICS;H t hat opposer, through its
| i censees has since 1984 been engaged in the manufacture,
distribution and sale of all types of apparel and rel ated
accessories and since 1996 in the manufacture, distribution

and sale of all types of cosnetic products; and that since

2 Regi stration No. 2,050,013, issued April 1, 1997.

® Registration No. 1,398,612, issued June 24, 1986;
Regi stration 1, 738, 410, issued Decenber 8, 1992;
Regi stration 1,833, 391, issued April 26, 1994,
Regi stration 1,978,987, issued June 4, 1996;
Regi stration 1,995, 802, issued August 20, 1996;
Regi stration 2,103, 148, issued Cctober 7, 1997;
Regi stration . 2,162,940, issued June 2, 1998.

4 Regi stration No. 1,940,671, issued Decenber 12, 1995.

® Registration No. 2,124,016, issued December 23, 1997.

6 Regi stration No. 2,025,974, issued Decenber 24, 1996.

6855685
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1985, opposer, through its |icensees, has operated retai
stores and retail store outlets. Qpposer further alleges
that it has used and pronoted a famly of TH marks in
connection wth its various products, including both the
af orenamed TH mark and the marks THi nsol e, Thxtrene,
T.H A W, Thrno, TH20 and THSkew, that as a result of
extensive use of the initials TH al one and in conbi nation
with other terms on a wide variety of apparel and rel ated
accessories, the initials TH have becone w dely recogni zed
by the public and the fashion industry as being synonynous
w th opposer; that the dom nant portion of applicant’s mark
is TH, which would be likely to be understood by consuners
as being part of opposer’s TH famly of nmarks; and that
applicant’s mark, when used in connection with applicant’s
goods, is therefore likely to cause confusion or cause
purchasers to m stakenly believe that applicant’s goods
emanate from opposer or are sold under opposer’s
sponsor shi p.

Applicant, in his answer, has denied the salient
al l egations of the Notice of QOpposition.

The Record

The record consists of the file of the involved
application; opposer’s testinony depositions, and

acconpanyi ng exhibits, of Jade Huang, a Vice-President and

" Registration No. 2,041,463, issued February 25, 1997.
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associ ate counsel of Tommy Hil fi ger U.S.A,E'Tracey Ann

Tango, Director of Graphic Design for Tormy Hilfiger U S A,
and Steven Gursky, an attorney representing opposer since
March 1989; and, pursuant to opposer’s reguest on consent to
file evidence after the close of the testinony period, a
copy of the file history for opposer’s application Seri al

No. 75/975,631 and a copy of opposer’s application Seri al

No. 74/459,720. Applicant has taken no testinony or offered
any ot her evidence, except for a single exhibit nmade of
record during the cross-exam nation of Ms. Huang. Both
parties have filed briefs, but an oral hearing was not
request ed.

The Tomy Hi |l figer conpany was fornmed in 1985, and at
that tinme its primary market was nen’s sportswear. The
conpany has grown rapidly since that tinme and has expanded,
through a licensing programbegun in the early 90's, into
different apparel categories and accessories. The conpany’s
products now i ncl ude apparel and accessories for nen, wonen
and children and, in addition, |eather goods, honme products
and cosnetics. The net revenues of the conpany have grown
from$320 mllion in 1995 to $1.63 billion in 1999. (Exhibit
A). Since the early 90's the conpany has expended $50 to $75

mllion in adverti sing.

8 Tormy Hilfiger U S.A is the parent company and |icensee of
opposer. QOpposer owns all the trademarks, patent brands and
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The primary tradenmarks of the conpany are TOMW
H LFI GER, the flag |ogo, the crest design, the Tomy marks
and the TH designation. The TH designation consists of the
letters TH, but the letters are not used in any one
particul ar style. (Huang deposition, p.12). O all the
| abel s, hang tags, prints, enbroideries and so forth which
carry a mark, approxi mately 25% of the designs reviewed for
proposed use involve the designation TH, with 10% bei ng used
in connection with style names (nanes for a product) and 15%
bei ng used as the design on the actual garnents or the
packaging. There is no one consistent style of usage of the
designation TH, but rather the letters appear in a nunber of
ways. (Huang deposition p.24-25). One design used prior to
1991 was the T star H design, which is still in use today.
(Tango deposition p.11-14). Ocher designs in use prior to
1995 include the T crest H the T anchor H, the T golf club
design H, and the TH laurel, as in the pleaded registration.
One specific TH design shown to have been used on a shirt
owned by M. @ursky for the past 12-13 years features the
letter Twith a slightly larger letter H adjacent thereto.
Interl ocking TH s have al so been used, in varying forns,
with at | east the conception of such use dating back to
1992. (Tango deposition p.27,33). Oher interl ocking

designs used in nore recent years show the block letters TH

i ntangi bles of the HilIfiger brands, but Tonmy Hilfiger U S A
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in varying positions, including the letter T superinposed
over the letter H (Exhibits E and V).

Opposer has also used the letters TH as part of a style
name, such as THskew for a particular shoe style (Exhibit C
11), or TH as the base for word marks such as Thrno, THAW
THextreme, TH20 and THi nsol ar to designate certain kinds of
fabrics or textures in its garnents. (Huang deposition
p. 40, Exhibits F and Q.

Applicant has introduced no evidence other than a
printout fromthe Ofice Wbsite of applicant’s mark.
Applicant is accordingly limted for purposes of priority to
the filing date of his application, July 19, 1995.

The Opposition

We | ook first to opposer’s pleaded registrations for
purposes of priority. Despite applicant’s argunents that
these registrations were not properly nade of record,
opposer introduced these registrations during the testinony
of Ms. Huang (Exhibits K-1 and K-2) and thus the
regi strations are of record.|-°—lI For the marks covered by the
registrations, there is no question of priority, regardl ess

of the issue date. See King Candy Co., Inc., v. Eunice

handles all the intellectual property nanagenent issues.

° W note that in addition to the pleaded registrations, opposer
i ntroduced during testinony two other registrations, nanely,
Regi stration No. 2,286,255 for the mark TOMW HI LFI GER and

Regi stration No. 2,304,661 for the mark TH SKEW Al t hough
opposer al so introduced several applications, these are
irrelevant for purposes of priority, particularly when filed as
i ntent-to-use applications.
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King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA
1974). The nore significant question is the rel evance of
the pleaded marks. O these registrations we find only one
which is pertinent to the use by opposer of TH marks,
nanely, Registration No. 2,050,013 for the TH and | aurel
desi gn shown below for “shirts, hats, caps, pants, shorts,

and socks”:

The remai nder of opposer’s case rests in its common | aw
usages of TH designations prior to the July 19, 1995 filing
date of applicant’s application. As shown by the record,
t hese usages cover designations such as T star H T crest H,
T anchor H as well as the letters TH used i n adjacent
positions. The specific exanples of record of the letter T
superi nposed over the letter Hare all dated |later than
applicant’s filing date.

Qpposer’s claim however, is not sinply to each of
t hese individual designations and prior use thereof, but
rather to the existence of a famly of TH marks. As argued
by opposer,

[t]he issue is not when Hilfiger commenced use of a

particul ar enbodi nent of “TH but whether H lfiger’s

“TH mark, which was originally used | ong before
Applicant began using its mark, is so well-known




Qpposition No. 113,238

to consuners that Applicant’s usage is understood by
consuners to be a HlIfiger usage. Even if the specific
versions of “TH used by Hi Ifiger before Applicant’s
filing date did not include an interl ocked conbi nation
of “T” and “H', there is no doubt that because of
Hilfiger’s fane and position in the marketplace ( which
has been conceded by Applicant).and its extensive use
of “TH', both before and after Applicant conmenced use,
consuners woul d believe that apparel and rel ated
products bearing a “TH originate fromor are
associated wwth Tommy Hilfiger. (Enphasis in
original). (Reply brief, p.4).

Such an argunent is clearly founded upon, and requires the
proof of, the existence of a famly of marks bearing the
“TH designation prior to the date to which applicant is
entitled.

As stated by our principal reviewing court inJ &J
Snack Foods Corp. v. MDonald s Corp., 932 F.2d 1460, 18
UsP@d 1889, 1891 (Fed. Cir. 1991):

A famly of marks is a group of marks having a

recogni zabl e common characteristic, wherein the marks

are conposed and used in such a way that the public

associ ates not only the individual marks, but the
comon characteristic of the famly, with the trademark
owner. Sinply using a series of simlar marks does not
of itself establish the existence of a famly. There
must be a recognition anong the purchasing public that

t he common characteristic is indicative of a comon

origin of the goods.

The need for evidence of pronotion resulting in the
recognition of the comon characteristic of the famly as an
i ndi cat or of source by the purchasing public has been

poi nted out in Hester Industries Inc. v. Tyson Foods Inc., 2
UsP2d 1645 (TTAB 1987), the Board stating:

it is well settled that the nere ownership of a
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nunber of marks sharing a cormmon feature (or even
ownership of registrations thereof) is insufficient to
establish a claimof ownership of a “famly” of marks
characterized by the feature in the absence of
conpetent evidence show ng that prior to the first use
by the alleged interloper, the various marks said to
constitute the “famly,” or at |east a goodly nunber of
them were used and pronoted together in such a nmanner
as to create anong purchasers an associ ation of

comon owner ship based upon the “famly”
characteristic...

In other words, as noted in American Standard Inc. v. Scott
& Fetzer Conpany, 200 USPQ 457, 461 (TTAB 1978):
it must be denonstrated that the marks asserted

to conprise its “famly” or a nunber of them have

been used and advertised in pronotional nmaterial or

used in everyday sales activities in such a manner

as to create comon exposure and thereafter recognition

of common ownershi p based upon a feature common to each

mar k.

Qpposer has failed, however, to produce any evi dence
whi ch m ght denonstrate such pronotion of its various TH
designations in such a nanner as to create conmbn exposure
of the public to the marks. Wil e opposer nmay well have
used a series of TH marks over the years, and many of these
prior to the use by applicant of his mark, there is no
evi dence that opposer has pronoted these marks together or
has in any way referred to the nmarks as nenbers of a famly
of marks owned by opposer. See Trek Bicycle Corp. v. Fier,
56 USPQ@d 1527 (TTAB 2000).

| nst ead, opposer has adopted many different TH designs

as its marks, as is readily apparent fromthe testinony of

its witnesses as to the many designs they have revi ewed over
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the years. The series of varying designs, although all may
have incorporated the letters TH in sone manner, have
clearly not been pronoted as a famly. There has been no
use together, but rather just the opposite, one at a tine.
Thus, opposer has not established that it is entitled to
claima famly of TH marks. Opposer has not established it
has pronoted and used its various TH marks in such a manner
that the public would autonatically equate the use of a
design bearing the letters THwith a “HiIfiger usage.” For
t he purpose of determning |ikelihood of confusion, our
conparison is necessarily restricted to those TH marks for
whi ch opposer either owns a registration or has denonstrated
use prior to the filing date of applicant’s application,
July 19, 1995.

Turning at this point to the issue of |ikelihood of
confusion, we take under consideration all of the du Pont
factors which are rel evant under the present circunstance
and for which there is evidence of record. See E.I. du Pont
de Nemoburs & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA 1973).

We ook first to the specific marks of opposer falling
within the bounds outlined above and applicant’s mark and
the simlarities or dissimlarities thereof. Qpposer’s TH
mar ks include the letters TH surrounded by a | aurel design
(the pleaded registration), the letters TH separated by

various figures such as a star, an anchor or a crest, and

10
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the letters TH al one adjacent to one another. W have no
evi dence of use prior to July 1995 of an interl ocking
design, particularly one in which the letter T is

superi nposed over the letter H.

Appl i cant describes his mark as being “essentially the
design of a mask that incorporates vertically stacked and
interlocked T and Hto forma part of the nmask design.”
(Brief, p.10). W find this to be an accurate description.
Wiile the letters T and H are clearly present, the overal
commercial inpression is nuch nore than that of the letters
al one. Although the letters may be viewed as a reference to
Team Hawai i, nonethel ess the entire inpression created by
the mark is greater, the mask design incorporating the
| etters being highly distinctive. Despite opposer’s
argunents and the testinony of its witnesses to the effect
that the letters TH dom nate applicant’s nark, these letters
cannot be considered to the substantial exclusion of the
other features of applicant’s mark. See In re Electrolyte
Laboratories Inc., 913 F.2d 930, 16 USPQ2d 1239 (Fed. Cr.
1990). The overall comrercial inpression created by
applicant’s mark is markedly different fromthat created by
any of opposer’s TH marks. It is in opposer’s marks that
the letters TH are clearly the dom nant feature. The

difference in overall comercial inpressions of the marks of

11
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opposer and applicant is a strong factor in applicant’s
favor.

Turning to the goods involved, we agree with opposer
that there is overlap between opposer’s wearing apparel and
the T-shirts and golf shirts of applicant. As for the
stickers of applicant, although we do not consider these the
sanme as the hang tags and | abels to which opposer likens the
goods, we do consider such stickers well within the
potential of pronotional itens which m ght be perceived by
purchasers as emanating from opposer. The surfboards of
applicant, on the other hand, do not fall within any such
reasonabl e extensi on of opposer’s wearing apparel. Al though
opposer has shown that in recent years it has expanded its
swi mrear goods to include a surfwear |ine and has sponsored
a surf canp in California, we do not consider this a
sufficient basis on which opposer can claimthat applicant’s
surfboards per se reasonably lie within the natural
expansi on of opposer’s wearing apparel business. See Mason
Engi neeri ng and Design Corp. v. Mateson Chem cal Corp., 225
USPQ 956 (TTAB 1985).

No di stinctions can be nmade between the channel s of
trade or potential purchasers for the goods of both. There
being no restrictions in the application as to channels of
trade, we nust assune that the goods of applicant woul d

travel in all the normal channels of trade, which would

12
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enconpass those of opposer. See Kangol Ltd. v. KangaROCS
US A Inc., 974 F.2d 161, 23 USPQ2d 1945 (Fed. Cir. 1992).

The ot her factor raised by opposer as being rel evant
here is the fame of the HlIfiger marks. Fromthe statistics
previously noted, it is clear that opposer’s marks have
achi eved a strong degree of fame, particularly in the |ast
five years. Applicant hinself has acknow edged that TOVMY
H LFI GER i s a fanous narKk.

The issue in the present case, however, is the fanme of
the various TH marks whi ch have been used by opposer. There
is no breakdown of the sales and advertising figures by
which we may attribute any certain percentage to the TH
marks. Fromthe testinony of Ms. Huang, the TH desi gnation
is present at the nost in 25% of the proposed usages which
she reviews. Thus, we have no basis on which to concl ude
that the TH designation in itself is a fanous mark,
particular since it is used in many different formats. W
cannot conclude that the TH designati on has attai ned such a
| evel of recognition that this designation, regardl ess of
the particular design in which it is used, is entitled to a
broader than normal scope of protection.

Accordingly, on weighing the relevant factors, and
particularly in view of the decidedly different comerci al

i npressions created by the marks of the parties, we find no

13
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| i kel i hood of confusion with the contenporaneous use by the
parties of their respective marks.m

Deci sion: The opposition is dism ssed.

10 Al t hough opposer makes a mmj or point of the examination history
of applicant’s application and the Exam ning Attorney’s apparent
unawar eness that opposer’s cited application later issued as a

di vi sional application, we find this immaterial to our present
deci sion. The evidence of record in this opposition is the
determ native factor here.

14



